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PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

In reply to the Final Office Action mailed July 25, 2008 (the "Final Office Action") and the 
Advisory Action mailed October 10, 2008 (the "Advisory Action"), Applicants respectfully request a 
panel review of the rejection discussed in the remarks below. No amendments are being filed with this 
Request. This Request is being filed concurrently with a Notice of Appeal. 

Reconsideration of the application by a panel of examiners is respectfully requested in view of 
the following remarks. Please note that the following remarks are not intended to be an exhaustive 
enumeration of the distinctions between any cited references and the claimed invention. Rather, the 
distinctions identified and discussed below are presented solely by way of example to illustrate some of 
the clear errors in the rejection. 



Application No. 10/814,483 

Pre- Appeal Brief Request for Review dated October 24, 2008 
Reply to Final Office Action mailed July 25, 2008 

REMARKS 

Claims 1-40 are pending, of which claims 1, 23, and 28 are independent. In the Final Office 
Action, the Examiner rejected claims 1-5, 8-10, 12, 13, 23-26, and 28-30 under 35 U.S.C. § 102(b) as 
being anticipated by U.S. Patent No. 6,385,669 to Creedon et al. ("Creedon") and rejected claims 6, 7, 
11, 14-22, 27, and 31-40 under 35 U.S.C. § 103 as being unpatentable over Creedon in view of what is 
purportedly "well known in the art." 1 

Applicants submit, however, that the rejection relies on assertions of inherency that do not meet 
the legal standard required for establishing inherency and that the rejection relies on certain 
mischaracterizations of Creedon. Applicants respectfully submit that these deficiencies, which are 
discussed below in more detail, constitute clear errors. Therefore, withdrawal of the rejection is 
respectfully requested. 

As mentioned in Applicants ' paper dated September 23, 2008, the Examiner has made a variety 
of characterizations of Creedon, none of which appear to have been necessitated by claim amendments. 
In the Advisory Action, the Examiner provided a detailed explanation of "how Creedon is interpreted" in 
response to Applicants' requests for clarification on these various characterizations. For purposes of 
brevity, the present paper will address the most recent interpretation of Creedon provided by the Advisory 
Action. As to the Examiner's previous characterizations, the remarks made in Section III of Applicants ' 
paper dated September 23, 2008 are respectfully incorporated. 

Claims 1, 23, and 28, although of different scope, each recite, among other things, "an act of 
monitoring [a] data wire of [a] two-wire interface upon determining that [an] operation is to be performed 
on [a] slave component." With respect to this limitation, the Examiner relied on a theory of inherency, 
alleging, for example, that "[t]o communicate in Creedon' s system, the master [i.e., station management 
entity 10] is required to communicate a preamble of 32 consecutive ones. . . [and] [i]t is inherent the master 
has to monitor the data wire for 32 consecutive logic ones to meet the preamble requirement." See 
Advisory Action, Continuation Sheet. (Emphasis added.) 

As an initial matter, Applicants respectfully note that allegations of inherency are not readily 
established. For example, as noted in MPEP § 2112, the Examiner must provide rationale or evidence 
showing inherency. In particular, "The fact that a certain result or characteristic may occur or be present 
in the prior art is not sufficient to establish the inherency of that result or characteristic." In re Rijckaert, 
9 F.3d 1531, 1534 28 USPQ 2d 1955, 1957 (Fed. Cir. 1993) (emphasis in original). Moreover, the Court 
of Appeals for the Federal Circuit has noted that 'To establish inherency, the extrinsic evidence 'must 
make clear that the missing descriptive matter is necessarily present in the thing described by the 

1 The Final Office Action also rejected claim 40 under 35 U.S.C. § 112, first paragraph. However, the rejection 
under section 112 was withdrawn in the Advisory Action. 
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reference, and that it would be so recognized by persons of ordinary skill. Inherency, however, may not 
be established by probabilities or possibilities. The mere fact that a thing may result from a given set of 
circumstances is not sufficient ' " In re Robertson, 169 F.3d 743, 745, 49 USPQ 2d 1949, 1950-51 (Fed. 
Cir. 1999) (emphasis added). Finally, "In relying upon the theory of inherency, the examiner must 
provide a basis in fact and/or technical reasoning to reasonably support the determination that the 
allegedly inherent characteristic necessarily flows from the teachings of the applied prior art." Ex Parte 
Levy, 17 USPQ2d 1461, 1464 (Bd. Pat. App. & Inter. 1990) (emphasis in original). 

The assertions that Creedon "is required to communicate a preamble" and that "it is inherent the 
master has to monitor the data wire for [the preamble]" (emphases added) are not purported to be based 
on a specific teaching in Creedon, but in fact appear to be improperly based on the Examiner's personal 
knowledge. Moreover, the Examiner has mis characterized Creedon in asserting that a preamble is 
"required" and that station management entity 10 (i.e., the master) "has to monitor" for the preamble. In 
fact, according to Creedon, the preamble may be omitted : "[I]f the management entity determines that 
every physical layer device that is connected to receive the MDIO signal can accept management frames 
that are not preceded by the preamble pattern, then such a preamble pattern may be omitted ." See 
Creedon, col. 5, lines 1-5 (emphasis added.) 

The Examiner's discussion of Creedon attempted to show why station management entity 10 
inherently must monitor the data line for its own preamble. For example, the Examiner asserted: 

While [station management entity 10] is communicating this preamble, any 
component on the bus is able to tie the clock down to zero. If a component does 
tie the data wire to zero during this phase, then the requirement of 32 consecutive 
logic ones is not met [and] synchronization is not achieved. 

See Advisory Action, Continuation Sheet. Elsewhere, the Examiner similarly asserted, "One skilled in 
the art would recognize, in such a bus structure, if [the master] does not monitor the data wire for the 
correct preamble, errors can occur and synchronization will not be achieved." See id. However, the 
foregoing assertions are similar to the assertions of inherency discussed above in that they appear to be 
improperly based on the Examiner's personal knowledge. Moreover, the description provided by 
Creedon strongly indicates otherwise. For example, according to Creedon, the "management data 
input/output bus line 13" (i.e., the data wire) "is used for both conveying frames to the physical layer 
device 1 1 and for receiving data back from the device 11." Therefore, among the purposes designated for 
bus line 13, Creedon does not mention management entity 10 using bus line 13 to monitor for its own 
preamble. 

Applicants respectfully submit that the foregoing remarks demonstrate clear errors in the 
rejection. Therefore, Applicants respectfully submit that claims 1, 23, and 28 are not anticipated by 
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Creedon, at least because the Examiner has not properly established inherency and because the Examiner 
has mischaracterized Creedon. Applicants thus respectfully submit that the rejection of claims 1, 23, and 
28, and corresponding dependent claims 2-5, 8-10, 12, 13, 24-26, 29, and 30, should be withdrawn. 

Applicants further note that inasmuch as the rejection of claims 6, 7, 11, 14-22, and 31-39 relies 
on the characterization of Creedon advanced by the Examiner in connection with the rejection of claims 1 
and 28, the rejection of claims 6, 7, 11, 14-22, and 31-39 lacks an adequate basis for at least the reasons 
set forth in the discussion above. Accordingly, the attention of the Examiner is respectfully directed to 
such discussion. For example, it was noted in such discussion that the Examiner has failed to establish 
that Creedon teaches all the limitations of claims 1 and 28, from which claims 6, 7, 1 1, 14-22, and 31-39 
depend. Thus, Applicants respectfully submit that it is clear that even if the references are combined, the 
resulting combination fails to include all the limitations of claims 6, 7, 11, 14-22, and 31-39. 
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CONCLUSION 

In view of the discussion submitted herein, Applicants respectfully submit that each of the 
pending claims 1-40 is in allowable form. Therefore, reconsideration of the rejections is requested and 
allowance of those claims is respectfully solicited. In the event that the Examiner finds any remaining 
impediment to a prompt allowance of this application that could be clarified in a telephonic interview, the 
Examiner is respectfully requested to initiate the same with the undersigned attorney. 

The Commissioner is hereby authorized to charge payment of any of the following fees 
that may be applicable to this communication, or credit any overpayment, to Deposit Account 
No. 23-3 178: (1) any filing fees required under 37 CFR § 1.16; and/or (2) any patent application 
and reexamination processing fees under 37 CFR § 1.17; and/or (3) any post issuance fees under 
37 CFR § 1.20. In addition, if any additional extension of time is required, which has not 
otherwise been requested, please consider this a petition therefor and charge any additional fees 
that may be required to Deposit Account No. 23-3178. 

Dated this 24th day of October, 2008. 

Respectfully submitted, 

/Ronald J. Ward/Reg. No. 54,870 

RONALD J. WARD 
Registration No. 54,870 
ERIC L. MASCHOFF 
Registration No. 36,596 
Attorneys for Applicant 
Customer No. 022913 
Telephone: (801) 533-9800 
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